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To try and limit the ability of patent owners to amend their challenged claims, per the new limits on claim
amendments that can be offered, patent challengers are limiting the number of claims they include in
their petitions seeking Inter Partes Review.

While these new litigation-esque proceedings are best presented with hard evidence, and not just
attorney argument, about 1/4 of petitions seeking Inter Partes Review did not use expert testimony in
support of their arguments.
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Most patent owners are taking advantage of the ability to attack the petition by filing a Patent Owner Preliminary Response.
Patent challengers are not giving up on old art that was considered in view of the challenged patent — about 1/3 of petitions rely solely on new prior art.
The PTAB is statutorily provided with 3 months within which it must decide whether to initiate an Inter Partes Review trial. To date, the Board has been taking
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PTAB DECISIONS TO
INSTITUTE IPR TRIAL

In the first year of the

new Inter Partes Review
procedure, there have been
a total of 178 decisions
rendered by the Patent

Trial and Appeal Board
relating to the decision to
initiate an IPR trial. In 155
of those 178 decisions, the
Board has instituted a trial.
That percentage has been
gradually decreasing. At
the six month anniversary
of IPR practice, 96% of
petitions were granted. That
percentage has dropped
9% over the subsequent six
months. Most likely, this is
attributable to the popularity
of the proceedings, which
has resulted in more (and
presumably some weaker)
petitions.

Where the parties to a particular motion are involved in multiple IPR proceedings, and the motion was decided in each of those proceedings, the motion was



Inter Partes Review and Post
Grant Review proceedings
were instituted as part of the
America Invents Act. Since
that time, Harness Dickey
has developed the expertise
to handle these specialized
proceedings — a perfect match
given our standing as one of
the most prominent patent
firms in the country and our
strong litigation experience.
In addition to handling
currently-pending Inter
Partes Review proceedings,
Harness Dickey has also
committed to maintaining
the most complete database
of information relating to
these proceedings, both by
tracking over 100 categories
of information to provide
intelligence and strategy to
our clients, and also through
brute force - reviewing and
reporting on each order and
significant filing in every Inter
Partes Review proceeding.
You can follow our updates at
IPR-PGR.com. In short, we
are among the preeminent
experts on litigation practice
at the US Patent Office.
Please contact us at
ipr-pgr@hdp.com with any
questions or comments about
the above information, or

to discuss our Inter Partes
Review and/or Post Grant
Review services.

CONCURRENT PROCEEDINGS

Litigation and Other Administrative Proceedings Involving
the Patent-At-Issue

Patent Owner vs. Number of Contested Total

. Patent Challenger | Contested Motions  Motions to . Motions

Concurrent to Stay Filed Stay Granted to Stay

- Litigation - in Concurrent . Granted
~~~~~~~~~ - Litigation :

.~ IPR Patent - Multiple IPRs
- Involved In Prior . for Same
Reexamination Patent

- Proceeding 5

1 OO Pending Reexaminations
0/ 0 Stayed in View of IPR

We have traveled the world to provide
seminars regarding inter partes review
proceedings to companies, law firms,
and other organizations. Interested

in having us visit for a presentation?
Please email us at ipr-pgr@hdp.com.
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